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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 7/3/06 has been entered. 

2. It is noted that applicants' amendment filed 6/5/06, which was previously not entered, has 
now been entered. 

Claim Rejections - 35 USC S 112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1, 3-7, and 9 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 
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Claim 1 recites, "wherein essentially no monomer is present in the aqueous pigment 
mixture". 

The cited phraseology clearly signifies a "negative" or "exclusionary" limitation for 
which the applicants have no support in the original disclosure. Negative limitations in a claim 
which do not appear in the specification as filed introduce new concepts and violate the 
description requirement of 35 USC 1 12, first paragraph, Ex Parte Grasselli, Suresh, and Miller, 
231 USPQ 393, 394 (Bd. Pat. App. and Inter. 1983); 783 F. 2d 453. 

The insertion of the above phraseology as described above positively excludes monomer 
from the aqueous pigment mixture, however, there is no support in the present specification for 
such exclusion. 

As support for such amendment, applicants point to page 6, lines 15-18 of the present 
specification which discloses "under prior art method either no initiator is used or, where used, it 
is added to the colorant mixture with monomer and not, as in the present invention, initiator 
without monomer is added before adding the monomer mixture". 

However, this portion of the present specification refers to the initiator having no 
monomer not the aqueous pigment mixture . The "without monomer" appears to refer to the 
initiator and not the aqueous pigment mixture. That is, this portion of the specification discloses 
that the initiator alone, i.e. without monomer, is added to the aqueous color mixture. It does not 
disclose that the aqueous pigment mixture is without monomer. Thus, while this portion of the 
specification as originally filed provides support to recite that the initiator is without monomer, it 
does not provide support to recite that there is no monomer present in the aqueous pigment 
mixture. 
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Applicants also point to page 6, lines 1-6 of the present specification as support for the 
recitation of the above cited phrase. This portion of the specification discloses process wherein 
first portion of the initiator is added to aqueous colorant mixture before introducing a monomer 
mixture which is used to form the polymer phase of the colored composite particles. Applicants 
argue that this portion of the present specification makes clear that no monomer can be present in 
the aqueous colorant mixture when the polymerization initiator is added. 

However, while this portion of the present specification discloses that a portion of the 
initiator is added to aqueous colorant mixture before adding a monomer mixture, it is noted that 
this does not provide support to recite that there is "essentially no monomer" present in the 
aqueous colorant mixture. There is no disclosure regarding the presence or absence of monomer 
in the aqueous colorant mixture. While there is no disclosure in the specification as originally 
filed that the aqueous colorant mixture comprises monomer including the examples wherein no 
monomer is utilized in the aqueous colorant mixture, it is noted that as stated in MPEP 
2173.05(i), the "mere absence of a positive recitation is not the basis for an exclusion." 

Applicants also point to page 6, lines 9-14 of the present specification which recites that 
the present invention uses a special sequence of adding the initiator. However, there is no 
disclosure in this portion of the specification that "essentially no monomer" is present in the 
aqueous colorant mixture. 

Further, specifically with respect to the recitation of the phrase "essentially", it is the 

i 

examiner's position that this phrase fails to satisfy the written description requirement under the 
cited statute since there does not appear to be a written description requirement of the phrase in 
the application as originally filed, In re Wright, 866 F.2d 422, 9 USPQ2d 1649 (Fed. Cir. 1989) 
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and MPEP 2163. Applicant has not pointed to any portion of the specification, and examiner has 
not found any support for this phraseology in the specification as originally filed. 

It is noted that in the amendment filed 1/26/06, applicants amended claim 1 to recite 
"wherein no monomer is present in the aqueous pigment mixture". Subsequently, in the 
amendment filed 6/5/06 that has now been entered, applicants inserted the phrase "essentially" 
into claim 1, i.e. "wherein essentially no monomer is present in the aqueous pigment mixture". 
However, it is the examiner's position there is no support in the specification as originally filed 
to recite "essentially" no monomer. 

Claim Rejections - 35 USC S 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1, 3-7, and 9-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(a) Claim 1 recites "wherein essentially no monomer is present in the aqueous pigment 
mixture". The scope of the claim is confusing because it is not clear what is meant by 
"essentially" no monomer or how much monomer this encompasses. Further, it is not clear how 
the phrase "essentially no monomer" is different than previously recited phrase "no monomer". 
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(b) Newly added claim 10 recites "wherein sequential addition of initiator to the pigment 
mixture essentially prior to adding monomer mixture". The scope of the claim is confusing 
because it is not clear what "essentially" prior means. Clarification is requested 

Claim Rejections - 35 USC S 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claim 10 is rejected under 35 U.S.C. 102(b) as being anticipated by Lin (U.S. 5,281,261). 
Lin discloses composite colorant polymer particles, i.e. modified pigment particle, 

obtained by polymerizing at least one monomer in the presence of colorant in situ using 
emulsion polymerization. The monomers include sodium styrene sulfonate salt. The colored 
resin particles have average particle size of less than 1 ^im. The ratio of colorant to polymer is 
1 :9 to 9: 1 . The polymer is formed by mixing initiator and pigment dispersion, i.e. pigment, 
dispersant, water, to which is added monomer and initiator. It is significant to note that Lin 
discloses that the free radical initiator reacts with the pigment to form a pigment radical which 
then polymerizes the monomer. Further, attention is drawn to example VLB (col. 18, lines 17-56) 
wherein Lin discloses adding (i) mixture of water, pigment, monomer, and initiator to (ii) 
mixture of monomer and initiator. Thus, in the example, a portion of the initiator is added to 
aqueous colorant mixture, i.e. comprising pigment, monomer, and initiator, before adding a 
monomer mixture, i.e. monomer and initiator. Therefore, there is disclosed sequential addition of 
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initiator to pigment prior to adding the monomer. While there is monomer present in the pigment 
mixture, it is noted that there is nothing in the scope of the present claims (with the exception as 
disclosed in the next paragraph) that excludes the pigment mixture from comprising monomer 
(col.l, lines 8-22 and 40-44, col.5, line 65-col.6, line 46, col.7, lines 40-42, col. 8, lines 65-66, 
col.9, lines 15-26 and 57-65, col.10, lines 4-15, col.12, lines 54-59, and col.13, lines 10-16 and 
54-59).There is no explicit disclosure that the composite colorant polymer particles are stable, 
i.e. do not flocculate for up to 20 minutes when a dispersion containing the particles is added to 
acetone at 1% by weight, as presently claimed. However, given that Lin discloses composite 
colorant polymer particles identical to that presently claimed, it is clear that the composite 
colorant polymer particles would inherently possess same stability as presently claimed. 

It is noted that the present claims recite "consisting essentially of 5 transitional language 
with respect to the aqueous colorant mixture, i.e. "consisting essentially of colorant particles, 
dispersant or surfactants, and water". While Lin discloses that the aqueous colorant mixture 
contains monomer, on the one hand, it is noted that while it is recognized that the phrase 
"consisting essentially of narrows the scope of the claims to the specified materials and those 
which do not materially affect the basic and novel characteristics of the claimed invention, 
absent a clear indication of what the basic and novel characteristics are, "consisting essentially 
of is construed as equivalent to "comprising". Further, the burden is on the applicant to show 
that the additional ingredients in the prior art, i.e. monomer, would in fact be excluded from the 
claims and that such ingredients would materially change the characteristics of the applicant's 
invention, See MPEP 2111.03. 
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On the other hand, it is significant to note that in example VIB of Lin, for instance, it is 
disclosed that in the aqueous colorant mixture the monomer is utilized as a wetting agent to 
disperse pigment, i.e. functions as a dispersant, and thus, the monomer in the aqueous colorant 
phase of Lin would fall within the scope of the present claims, i.e. aqueous colorant mixture of 
Lin contains only water, pigment, and dispersant (monomer). 

In light of the above, it is clear that Lin anticipates the present claims. 

Response to Arguments regarding 1.132 declaration 

9. Applicants filed 1.132 declaration on 1/26/06 in order to show that the additional 
ingredients, i.e. monomer, found in the pigment mixture of Lin would materially affect the basic 
and novel characteristics of the claimed invention and thus, fall outside the scope of the 
"consisting essentially of transitional language recited in the claims with respect to the pigment 
mixture. Given that the declaration is relevant to newly added present claim 10 which also recites 
"consisting essentially of transitional language with respect to the pigment mixture, the 
declaration is discussed below. 

In the office action mailed 4/1 1/06, the examiner noted that the declaration discloses 
preparation of composite colorant particles by mixing magenta pigment dispersion, monomer, 
and initiator and then adding water, monomer, and initiator. It was shown that the resulting 
composite colorant particles are only stable for 6 minutes which is in direct contrast to the 
present claims that require that the particles do not flocculate for up to 20 minutes. 

It was the examiner's position that the declaration was not commensurate in scope with 
the prior art, Lin. It was noted that the "consisting essentially of claim language set forth in the 
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present claims is with respect to the aqueous pigment mixture while the prior art Lin discloses 
utilizing monomer in the aqueous pigment mixture. Given that the examiner previously argued 
that absent a clear indication of what the basic and novel characteristics are, "consisting 
essentially of is construed as equivalent to "comprising", the burden was on applicant to show 
that the use of monomer in the aqueous pigment mixture is in fact outside the scope of the 
"consisting essentially of transitional claim language. However, the declaration did not prepare 
composite colorant particles comprising monomer in the aqueous pigment mixture. Rather, the 
declaration adds monomer (and initiator) to an already prepared pigment dispersion. Thus, 
contrary to the "closest" prior art Lin, the monomer is not in the aqueous pigment mixture. It is 
not clear what, if any, difference this would have on the stability results. 

Thus, given that the declaration did not include monomer in aqueous pigment mixture but 
rather added the monomer after the formulation of the aqueous pigment mixture, it was the 
examiner's position that the declaration has not shown (i) that the inclusion of monomer in the 
aqueous pigment mixture is excluded from the scope of the present claims that recite "consisting 
essentially of claim language with respect to the aqueous pigment mixture and (ii) the use of 
monomer in the aqueous pigment dispersion would materially change the characteristics of the 
applicant's invention. 

In response in the amendment filed 6/5/06, applicants argue that while Lin utilizes 
hydrophilic monomer such as sodium styrene sulfonate, the polymer of the present invention is 
mostly hydrophobic and that it would not matter whether the monomers used in the present 
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examples were added during or after preparation of the pigment dispersion in contrast to the 
monomer used by Lin. 

However, while it is agreed that Lin utilizes monomer such as sodium styrene sulfonate, 
it is noted that such monomer is within the scope of the present claims (see claim 3). Further, 
while applicants argue that it would not matter when the monomer of the present invention is 
added to the pigment dispersion, there is no evidence that adding the monomer of Lin, which 
falls within the scope of the present claims, to already prepared pigment dispersion (as disclosed 
in the declaration) instead of using pigment dispersion that already includes the monomer (as 
disclosed by Lin) would not affect the stability results. 

Applicants argue that given that polymers used in Lin are primarily hydrophilic, they 
would not pass the Dry Rub or Wet Rub tests used in Table 3, page 20 of the present 
specification. Further, applicants argue that such polymers of Lin would not pass the stability test 
as required in the present claim. 

With respect to the former, it is noted that there is no requirement in the present claims 
regarding the type of polymer utilized with the exception of present claim 3. Given that Lin 
discloses monomers as required in present claim 3, it is clear that Lin meets the requirements of 
the present claims with respect to the polymer. Thus, it is not clear why such polymer which falls 
within the scope of the present claims would not pass Dry Rub or Wet Rub tests. Further, while 
applicants argue that such polymer would not pass such tests, it is noted that applicants have 
offered no evidence to support this position. Further, there is nothing in the scope of the present 
claims that requires the polymer to pass a Dry Rub or Wet Rub test. With respect to the later, it is 
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noted that there is no proper evidence that establishes that the such polymers of Lin would not 
pass the stability test as required in the present claim. 

Applicants also argue that in the present invention, the initiator can go to the surface of 
the pigment first and the monomer mix grows attached to the pigment via initiator while in Lin, 
the monomers go to the surface of the pigment and the initiator is later dissolved in the aqueous 
carrier. 

However, attention is drawn to col.9, lines 57-61 of Lin that discloses that the free radical 
initiator reacts with the pigment to form a pigment radical which is then polymerizes the 
monomer. 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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